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DETAILED ACTION 

1. This Office Action is in response to Amendments filed 10/29/2007. It is noted that 

claims 1, 7-9,12, and 15 have been amended and claims 22-28 have been cancelled. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 15-21 are rejected under 35 U.S.C. 112, first paragraph, as failing to 

comply with the written description requirement. The claim(s) contains subject matter 

which was not described in the specification in such a way as to reasonably convey to 

one skilled in the relevant art that the inventor(s), at the time the application was filed, 

had possession of the claimed invention. In claims 15, the newly amend portion of line 

5 which now reads "a mechanical sensor in communication with the rollers," is not 

described in the specification or shown in the drawings. The sensor 60 in the present 

application was only ever described as being "in mechanical communication with the 

peristaltic pump" (para. 32). The term mechanical sensor is far more limiting, and thus, 

not supported by the specification. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5.     Claims 1 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Blugerman 5,447,493 in view of Holtorf 6,260,434, in further view of Faeser 4,544,336. 

Blugerman discloses an infiltration apparatus comprising: a cannula 14; a flexible 

tubing 13, connecting to one end of the cannula 14; a peristaltic pump 11 comprising a 

pathway (see wall 26) for the flexible tubing to extend through and a plurality rollers 

25A-C installed along the pathway to direct flow direction of fluid flowing through the 

flexible tubing 13; a container 12, in fluid communication with the cannula 14 via the 

flexible tubing 13 extending through the peristaltic pump 11; and a foot pedal 16, 

connected to the peristaltic pump 11 via a line (see line connecting pedal 16 to pump 11 

in Fig. 1), the foot pedal 16 being operative to control operation of the peristaltic pump 

11 (see col. 5, lines 39-41). Blugerman further discloses that the peristaltic pump further 

comprises a rotation mechanism 20 driving the rollers 25A-C to rotate clockwise (see 

Fig. 2B) or counterclockwise (see Fig. 2A). However, Blugerman does not teach the 

following claimed limitations taught by Holtorf and Faeser. 

Holtorf (Fig. 4) teaches a dual position foot pedal for a surgery apparatus 

comprising a foot pedal 10 connected by a pneumatic line 14 to a console 16. Holtorf 

further teaches that the foot pedal may deliver one pulse of air to a control air inlet in the 

console (see col. 3, lines 44-47 and col. 4, lines 1-9). Therefore, it would have been 

obvious to one of ordinary skill in the art at the time the invention was made to have 

modified the apparatus of Blugerman, by implementing a pneumatic foot pedal in order 
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to transmit information from the foot pedal to the peristaltic pump without the use of 

electrical wiring (Holtorf, col. 3, lines 44-47). 

Faeser teaches a peristaltic pump comprising rollers 6, a rotation mechanism 5, 

and flexible tubing 1. Faeser further teaches that the plurality of rollers 6 are non- 

conducting (i.e. hard rubber, inherently non-conductive; see col. 4, lines 17-18). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 

invention was made to have modified the apparatus of Blugerman, by using non- 

conductive rollers in order to reduce the weight and the noise generated by the pump. 

6.     Claims 2-5 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Blugerman 5,447,493 in view of Holtorf 6,260,434, in further view of Faeser 

4,544,336, and in further view of Reimels 5,580,347. 

Blugerman in view of Holtorf and Faeser teaches the invention as discussed 

above, but does not teach the following claimed limitations taught by Reimels. 

Reimels teaches a system for performing surgery comprising a peristaltic pump 

30, a foot pedal 14, and a handpiece 10. Reimels further teaches a sound generating 

device 134 in electrical communication with a sensor 114. Reimels also teaches that the 

sound generating device 134 is capable of generating a sound with a frequency 

increasing or decreasing in proportion to a speed of the pump 30 or variable with the 

fluid flow rate (see col. 10, lines 41-46). Reimels further teaches that the foot pedal 14 

under a momentary mode is operative to switch on the peristaltic pump 30 while being 

depressed and switch off the peristaltic pump while being released (see col. 5, liens 58- 

59). Reimels also teaches that a foot pedal 20 under a continuous mode is operative to 
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switch on and off the peristaltic pump by alternate depression (see col. 2, lines 46-48 

and col. 10 lines 58-62, specifically in reference to foot pedal 20). Reimels further 

teaches that the foot pedal 14 is capable of adjusting the flow rate of the fluid by 

controlling duration of depression applied thereto; wherein the flow rate of the fluid could 

be proportional to the duration of depression applied to the foot pedal 14. Therefore, it 

would have been obvious to one of ordinary skill in the art at the time the invention was 

made to have modified the apparatus of Blugerman in view of view of Holtorf and 

Faeser, by having multiple modes of operation and a sound generating device in 

communication with a sensor in order to control the fluid discharge of the pump and to 

provide an indication to the surgeon of the flow rate of the fluid in the system (Reimels, 

col. 10, lines 41-46). 

While features of an apparatus may be recited either structurally or functionally, 

claims directed to an apparatus must be distinguished from the prior art in terms of 

structure rather than function, because apparatus claims cover what a device is, not 

what a device does (Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464,1469, 

15 USPQ2d 1525, 1528 (Fed. Cir. 1990)). Thus, if.a prior art structure is capable of 

performing the intended use as recited in the preamble, or elsewhere in a claim, then it 

- meets the claim. 

7.     Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Blugerman 5,447,493 in view of Holtorf 6,260,434, in further view of Faeser 4,544,336, 

and in further view of Wheeldon 4,604,034. 
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Blugerman in view of Holtorf and Faeser teaches the invention as discussed 

above, but does not teach the following claimed limitations taught by Wheeldon. 

Wheeldon teaches a peristaltic pump apparatus 1 comprising a sensor 18 in 

communication with rollers 3, operative to detect a rotation speed of the rollers and 

generate an electric signal in response to the rotation speed (see abstract) to determine 

the flow rate of the fluid. Therefore, it would have been obvious to one of ordinary skill in 

the art at the time the invention was made to have modified the apparatus of Blugerman 

in view of Holtorf and Faeser, by implementing a rotational speed sensor in order to 

achieve a more constant flow rate throughout the cycle of operations of the pump 

(Wheeldon, col. 2, lines 1-7). 

While features of an apparatus may be recited either structurally or functionally, 

claims directed to an apparatus must be distinguished from the prior art in terms of 

structure rather than function, because apparatus claims cover what a device is, not 

what a device does (Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464,1469, 

15 USPQ2d 1525,1528 (Fed. Cir. 1990)). Thus, if a prior art structure is capable of 

performing the intended use as recited in the preamble, or elsewhere in a claim, then it 

meets the claim. 

8.     Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Blugerman 5,447,493 in view of Holtorf 6,260,434, in further view of Faeser 4,544,336, 

and in further view of Wheeldon 4,604,034, and still in further view of Reimels 

5,580,347. 
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Blugerman in view of Holtorf, Faeser, and Wheeldon teaches the invention as 

discussed above, but does not teach the following claimed limitations taught by 

Reimels. 

Reimels teaches a system for performing surgery comprising a peristaltic pump 

30, a foot pedal 14, and a handpiece 10. Reimels further teaches a sound generating 

device 134 in electrical communication with a sensor 114. Reimels also teaches that the 

sound generating device 134 is capable of generating a sound with a frequency 

increasing or decreasing in proportion to a speed of the pump 30 or variable with the 

fluid flow rate (see col. 10, lines 41-46). Therefore, it would have been obvious to one of 

ordinary skill in the art at the time the invention was made to have modified the 

apparatus of Blugerman in view of view of Holtorf, Faeser, and Wheeldon by having a 

sound generating device in communication with a sensor in order to control the fluid 

discharge of the pump and to provide an indication to the surgeon of the flow rate of the 

fluid in the system (Reimels, col. 10, lines 41-46). 

9.     Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Blugerman 5,447,493 in view of Holtorf 6,260,434, in further view of Faeser 4,544,336, 

and in further view of Burbank 6,955,655. 

Blugerman in view of Holtorf and Faeser teaches the invention as discussed 

above, but does not teach the following claimed limitations taught by Burbank. 

Burbank teaches a peristaltic pump apparatus (see Fig. 5) comprising a flow rate 

sensor 30 (see Fig. 4) in mechanical communication with flexible tubing 26. Therefore, it 

would have been obvious to one of ordinary skill in the art at the time the invention was 
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made to have modified the apparatus of Blugerman in view of Holtorf and Faeser, by 

implementing a flow rate sensor in order to measure the flow of working fluid being 

distributed by the pump. 

10.    Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Blugerman 5,447,493 in view of Holtorf 6,260,434, in further view of Faeser 4,544,336, 

and in further view of Burbank 6,955,655, and still in further view of Reimels 5,580,347. 

Blugerman in view of Holtorf, Faeser, and Burbank teaches the invention as 

discussed above, but does not teach the following claimed limitations taught by 

Reimels. 

Reimels teaches a system for performing surgery comprising a peristaltic pump 

30, a foot pedal 14, and a handpiece 10. Reimels further teaches a sound generating 

device 134 in electrical communication with a sensor 114. Reimels also teaches that the 

sound generating device 134 is capable of generating a sound with a frequency 

increasing or decreasing in proportion to a speed of the pump 30 or variable with the 

fluid flow rate (see col. 10, lines 41-46). Therefore, it would have been obvious to one of 

ordinary skill in the art at the time the invention was made to have modified the 

apparatus of Blugerman in view of view of Holtorf, Faeser, and Burbank by having a 

sound generating device in communication with a sensor in order to control the fluid 

discharge of the pump and to provide an indication to the surgeon of the flow rate of the 

fluid in the system (Reimels, col. 10, lines 41-46). 

While features of an apparatus may be recited either structurally or functionally, 

claims directed to an apparatus must be distinguished from the prior art in terms of 
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structure rather than function, because apparatus claims cover what a device is, not 

what a device does (Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464,1469, 

15 USPQ2d 1525, 1528 (Fed. Cir. 1990)). Thus, if a prior art structure is capable of 

performing the intended use as recited in the preamble, or elsewhere in a claim, then it 

meets the claim. 

11.    Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Blugerman 5,447,493 in view of Burbank 6,955,655, and in further view of Reimels 

5,580,347. 

Blugerman discloses an infiltration apparatus comprising a cannula 14; a flexible 

tubing 13, connecting to one end of the cannula 14; a peristaltic pump 11 comprising a 

pathway (see wall 26) for the flexible tubing to extend therehrough and a plurality rollers 

25A-C installed along the pathway to direct flow direction of fluid flowing through the 

flexible tubing 13; a container 12, in fluid communication with the cannula 14 via the 

flexible tubing 13 extending through the peristaltic pump 11; and a foot pedal 16, 

connected to the peristaltic pump 11 via a flexible tube 13, the foot pedal 16 being 

operative to control operation of the peristaltic pump 11. Blugerman further discloses 

that the peristaltic pump further comprises a rotation mechanism 20 driving the rollers 

25A-C to rotate clockwise (see Fig. 2B) or counterclockwise (see Fig. 2A). However, 

Blugerman does not teach the following claimed limitations taught by Burbank. 

Burbank teaches a peristaltic pump apparatus (see Fig. 5) comprising a flow rate 

sensor 30 (see Fig. 4) in communication with flexible tubing 26. Therefore, it would have 

been obvious to one of ordinary skill in the art at the time the invention was made to 
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have modified the apparatus of Blugerman, by implementing a flow rate sensor in order 

to measure the flow of working fluid being distributed by the pump. 

Blugerman in view of Burbank teaches the invention as discussed above, but 

does not teach the following claimed limitations taught by Reimels. 

Reimels teaches a system for performing surgery comprising a peristaltic pump 

30, a foot pedal 14, and a handpiece 10. Reimels further teaches a sound generating 

device 134 in electrical communication with a sensor 114. Reimels also teaches that the 

sound generating device 134 receives a signal from the sensor 114 and is capable of 

generating a sound with a frequency determined by the rate of fluid flow through the 

peristaltic pump, which would be a result of force on tubing (see col. 10, lines 41-46). 

Reimels further teaches that the foot pedal 14 is capable of adjusting the flow rate of the 

fluid by controlling duration of depression applied thereto; wherein the flow rate of the 

fluid could be proportional to the duration of depression applied to the foot pedal 14. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 

invention was made to have modified the apparatus of Blugerman in view of Burbank, 

by having a sound generating device in communication with a sensor in order to control 

the fluid discharge of the pump and to provide an indication to the surgeon of the flow 

rate of the fluid in the system (Reimels, col. 10, lines 41-46). 

While features of an apparatus may be recited either structurally or functionally, 

claims directed to an apparatus must be distinguished from the prior art in terms of 

structure rather than function, because apparatus claims cover what a device is, not 

what a device does (Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464,1469, 
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15 USPQ2d 1525, 1528 (Fed. Cir. 1990)). Thus, if a prior art structure is capable of 

performing the intended use as recited in the preamble, or elsewhere in a claim, then it 

meets the claim. 

12. Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over the references with respect to claim 11 or 12 in further view of Oda 5,810,765. 

The references with respect to claims 11 or 12 disclose the invention as 

discussed above, but does not teach the following claimed limitations taught by Oda. 

Oda (Fig. 4) teaches an irrigation/aspiration apparatus comprising a foot pedal 

17, an irrigation pump 30, and an irrigation tube 5". Oda further teaches a sensor 31 in 

mechanical communication with the tubing 5" and the pump 30. Oda also teaches that 

the sensor is operative to detect the force exerted by the rollers on the tubing 5" and 

output an electrical signal (see col. 5, lines 57-67). Therefore, it would have been 

obvious to one of ordinary skill in the art at the time the invention was made to have 

modified the apparatus as discussed above, by using the sensor to detect the force 

exerted by the rollers in order to control the fluid discharge of the pump (Oda, col. 5, 

lines 57-67). 

13. Claims 15-17, and 19-21 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Gardineer 4,674,962 in view of Burbank 6,955,655, and in further 

view of Reimels 5,580,347. 

Gardineer discloses a peristaltic pump comprising a headstock 16, which 

comprises: a pathway (see inner wall of 16); a plurality of rollers 22 installed along the 

pathway, the rollers 22 being fabricated from electrically insulative materials (i.e. plastic, 
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inherently insulative; see col. 2, lines 24-25); and a rotation mechanism 14 capable of 

driving the rollers 22 clockwise or counterclockwise. Gardineer further discloses a motor 

12 to drive the rotation mechanism 14. However, Gardineer does not teach the following 

claimed limitations taught by Burbank. 

Burbank teaches a peristaltic pump apparatus (see Fig. 5) comprising a pathway 

(see underside of 56) and a flow sensor 30 (see 30 in communication with outlet tube 

26 in Fig. 4) in communication with rollers (see rollers contacting the tubes in Fig. 5 and 

6). Therefore, it would have been obvious to one of ordinary skill in the art at the time 

the invention was made to have modified the apparatus of Gardineer, by implementing 

a flow sensor in order to measure the flow of working fluid being distributed by the 

pump. 

Gardineer in view of Burbank teaches the invention as discussed above, but 

does not teach the following claimed limitations taught by Reimels. 

Reimels teaches a system for performing surgery comprising a peristaltic pump 

30, a foot pedal 14, and a handpiece 10. Reimels further teaches a sound generating 

device 134 in electrical communication with a sensor 114. Reimels also teaches that the 

sound generating device 134 is capable of receiving an electric signal and generating a 

sound with a frequency in response to the electric signal, for example a sequence of 

beeps in accordance to the speed of the pump 30 or variable with the fluid flow rate 

(see col. 10, lines 41-46). Therefore, it would have been obvious to one of ordinary skill 

in the art at the time the invention was made to have modified the apparatus of 

Gardineer in view of Burbank, by having a sound generating device in communication 
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with a sensor in order to provide an indication to the surgeon of the flow rate of the fluid 

in the system (Reimels, col. 10, lines 41-46). 

While features of an apparatus may be recited either structurally or functionally, 

claims directed to an apparatus must be distinguished from the prior art in terms of 

structure rather than function, because apparatus claims cover what a device is, not 

what a device does (Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464,1469, 

15 USPQ2d 1525,1528 (Fed. Cir. 1990)). Thus, if a prior art structure is capable of 

performing the intended use as recited in the preamble, or elsewhere in a claim, then it 

meets the claim. 

14.    Claims 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Gardineer 4,674,962 in view of Wheeldon 4,604,034, and in further view of Reimels 

5,580,347. 

Gardineer discloses a peristaltic pump comprising a headstock 16, which 

comprises: a pathway (see inner wall of 16); a plurality of rollers 22 installed along the 

pathway, the rollers 22 being fabricated from electrically insulative materials (i.e. plastic, 

inherently insulative; see col. 2, lines 24-25); and a rotation mechanism 14 capable of 

driving the rollers 22 clockwise or counterclockwise. Gardineer further discloses a motor 

12 to drive the rotation mechanism *\4. However, Gardineer does not teach the following 

claimed limitations taught by Wheeldon. 

Wheeldon teaches a peristaltic pump apparatus 1 comprising a sensor 18 in 

communication with rollers 3, operative to detect a rotation speed of the rollers and 

generate an electric signal in response to the rotation speed (see abstract). Therefore, it 
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would have been obvious to one of ordinary skill in the art at the time the invention was 

made to have modified the apparatus of Gardineer, by implementing a rotational speed 

sensor in order to achieve a more constant flow rate throughout the cycle of operations 

of the pump (Wheeldon, col. 2, lines 1-7). 

Gardineer in view of Wheeldon teaches the invention as discussed above, but 

does not teach the following claimed limitations taught by Reimels. 

Reimels teaches a system for performing surgery comprising a peristaltic pump 

30, a foot pedal 14, and a handpiece 10. Reimels further teaches a sound generating 

device 134 in electrical communication with a sensor 114. Reimels also teaches that the 

sound generating device 134 is capable of receiving an electric signal and generating a 

sound with a frequency in response to the electric signal, for example a sequence of 

beeps in accordance to the speed of the pump 30 or variable with the fluid flow rate 

(see col. 10, lines 41-46). Therefore, it would have been obvious to one of ordinary skill 

in the art at the time the invention was made to have modified the apparatus of 

Gardineer in view of Wheeldon, by having a sound generating device in communication 

with a sensor in order to provide an indication to the surgeon of the flow rate of the fluid 

in the system (Reimels, col. 10, lines 41-46). 

While features of an apparatus may be recited either structurally or functionally, 

claims directed to an apparatus must be distinguished from the prior art in terms of 

structure rather than function, because apparatus claims cover what a device is, not 

what a device does (Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464,1469, 

15 USPQ2d 1525, 1528 (Fed. Cir. 1990)). Thus, if a prior art structure is capable of 
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performing the intended use as recited in the preamble, or elsewhere in a claim, then it 

meets the claim. 

Response to Arguments 

15. Applicant's arguments with respect to claims 1-21 have been considered but are 

moot in view of the new ground(s) of rejection. 

16. In reference to claims 13 and 14: on page 10 of Applicant's response to the Non 

Final rejection, Applicant states that claims 13 and 14 are dependant upon claim 12. 

However, this is incorrect. Claims 13 and 14 are actually dependant on claim 11 (claim 

14 is dependant upon 13). Examiner believes this to be a typographical error, but 

nonetheless has rejected both claims 13 and 14 with respect to claim 11 or 12 (see 

above). Therefore, claims 13 and 14 stand rejected regardless of their dependency. 

Conclusion 

17. Applicant's amendment necessitated the new ground(s) of rejection presented in 

this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 

CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 

MONTHS from the mailing date of this action. In the event a first reply is filed within 

TWO MONTHS of the mailing date of this final action and the advisory action is not 

mailed until after the end of the THREE-MONTH shortened statutory period, then the 

shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 

the advisory action. In no event, however, will the statutory period for reply expire later 

than SIX MONTHS from the date of this final action. 

18. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Peter J. Bertheaud whose telephone number is (571) 

272-3476. The examiner can normally be reached on M-F 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Devon Kramer can be reached on (571) 272-7118. The fax phone number 

for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


